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America Invents Act (Pub. L. 112–29, 
125 Stat. 284 (2011)), on which the chal-
lenge to the claim is based; 

(3) How the challenged claim is to be 
construed. Where the claim to be con-
strued contains a means-plus-function 
or step-plus-function limitation as per-
mitted under 35 U.S.C. 112(f), the con-
struction of the claim must identify 
the specific portions of the specifica-
tion that describe the structure, mate-
rial, or acts corresponding to each 
claimed function; 

(4) How the construed claim is 
unpatentable under the statutory 
grounds identified in paragraph (b)(2) 
of this section. Where the grounds for 
unpatentability are based on prior art, 
the petition must specify where each 
element of the claim is found in the 
prior art. For all other grounds of 
unpatentability, the petition must 
identify the specific part of the claim 
that fails to comply with the statutory 
grounds raised and state how the iden-
tified subject matter fails to comply 
with the statute; and 

(5) The exhibit number of supporting 
evidence relied upon to support the 
challenge and the relevance of the evi-
dence to the challenge raised, includ-
ing identifying specific portions of the 
evidence that support the challenge. 
The Board may exclude or give no 
weight to the evidence where a party 
has failed to state its relevance or to 
identify specific portions of the evi-
dence that support the challenge. 

(c) A motion may be filed that seeks 
to correct a clerical or typographical 
mistake in the petition. The grant of 
such a motion does not change the fil-
ing date of the petition. 

Subpart E—Derivation 

SOURCE: 77 FR 56090, Sep. 11, 2012, unless 
otherwise noted. 

§ 42.400 Procedure; pendency 

(a) A derivation proceeding is a trial 
subject to the procedures set forth in 
subpart A of this part. 

(b) The Board may for good cause au-
thorize or direct the parties to address 
patentability issues that arise in the 
course of the derivation proceeding. 

§ 42.401 Definitions. 
In addition to the definitions in § 42.2, 

the following definitions apply to pro-
ceedings under this subpart: 

Agreement or understanding under 35 
U.S.C. 135(e) means settlement for the 
purposes of § 42.74. 

Applicant includes a reissue appli-
cant. 

Application includes both an applica-
tion for an original patent and an ap-
plication for a reissued patent. 

First publication means either a pat-
ent or an application publication under 
35 U.S.C. 122(b), including a publication 
of an international application desig-
nating the United States as provided 
by 35 U.S.C. 374. 

Petitioner means a patent applicant 
who petitions for a determination that 
another party named in an earlier-filed 
patent application allegedly derived a 
claimed invention from an inventor 
named in the petitioner’s application 
and filed the earlier application with-
out authorization. 

Respondent means a party other than 
the petitioner. 

Same or substantially the same means 
patentably indistinct. 

§ 42.402 Who may file a petition for a 
derivation proceeding. 

An applicant for patent may file a pe-
tition to institute a derivation pro-
ceeding in the Office. 

§ 42.403 Time for filing. 
A petition for a derivation pro-

ceeding must be filed within the one- 
year period beginning on the date of 
the first publication of a claim to an 
invention that is the same or substan-
tially the same as the earlier applica-
tion’s claim to the allegedly derived in-
vention. 

§ 42.404 Derivation fee. 
(a) A derivation fee set forth in 

§ 42.15(c) must accompany the petition. 
(b) No filing date will be accorded to 

the petition until payment is complete. 

§ 42.405 Content of petition. 
(a) Grounds for standing. The petition 

must: 
(1) Demonstrate compliance with 

§§ 42.402 and 42.403; and 
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(2) Show that the petitioner has at 
least one claim that is: 

(i) The same or substantially the 
same as the respondent’s claimed in-
vention; and 

(ii) The same or substantially the 
same as the invention disclosed to the 
respondent. 

(b) In addition to the requirements of 
§§ 42.8 and 42.22, the petition must: 

(1) Provide sufficient information to 
identify the application or patent for 
which the petitioner seeks a derivation 
proceeding; 

(2) Demonstrate that a claimed in-
vention was derived from an inventor 
named in the petitioner’s application, 
and that the inventor from whom the 
invention was derived did not authorize 
the filing of the earliest application 
claiming such invention; and 

(3) For each of the respondent’s 
claims to the derived invention, 

(i) Show why the claimed invention 
is the same or substantially the same 
as the invention disclosed to the re-
spondent, and 

(ii) Identify how the claim is to be 
construed. Where the claim to be con-
strued contains a means-plus-function 
or step-plus-function limitation as per-
mitted under 35 U.S.C. 112(f), the con-
struction of the claim must identify 
the specific portions of the specifica-
tion that describe the structure, mate-
rial, or acts corresponding to each 
claimed function. 

(c) Sufficiency of showing. A deriva-
tion showing is not sufficient unless it 
is supported by substantial evidence, 
including at least one affidavit ad-
dressing communication of the derived 
invention and lack of authorization 
that, if unrebutted, would support a de-
termination of derivation. The showing 
of communication must be corrobo-
rated. 

§ 42.406 Service of petition. 
In addition to the requirements of 

§ 42.6, the petitioner must serve the pe-
tition and exhibits relied upon in the 
petition as follows: 

(a) The petition and supporting evi-
dence must be served on the respondent 
at the correspondence address of record 
for the earlier application or subject 
patent. The petitioner may addition-
ally serve the petition and supporting 

evidence on the respondent at any 
other address known to the petitioner 
as likely to effect service. 

(b) Upon agreement of the parties, 
service may be made electronically. 
Service may be by EXPRESS MAIL® or 
by means at least as fast and reliable 
as EXPRESS MAIL®. Personal service 
is not required. 

§ 42.407 Filing date. 

(a) Complete petition. A petition to in-
stitute a derivation proceeding will not 
be accorded a filing date until the peti-
tion satisfies all of the following re-
quirements: 

(1) Complies with §§ 42.404 and 42.405, 
and 

(2) Service of the petition on the cor-
respondence address of record as pro-
vided in § 42.406. 

(b) Incomplete petition. Where the pe-
titioner files an incomplete petition, 
no filing date will be accorded, and the 
Office will dismiss the petition if the 
deficiency in the petition is not cor-
rected within the earlier of either one 
month from notice of the incomplete 
petition, or the expiration of the statu-
tory deadline in which to file a petition 
for derivation. 

INSTITUTING DERIVATION PROCEEDING 

§ 42.408 Institution of derivation pro-
ceeding. 

(a) An administrative patent judge 
institutes, and may as necessary re-
institute, the derivation proceeding on 
behalf of the Director. 

(b) Additional derivation proceeding. 
The petitioner may suggest the addi-
tion of a patent or application to the 
derivation proceeding. The suggestion 
should make the showings required 
under § 42.405 and explain why the sug-
gestion could not have been made in 
the original petition. 

AFTER INSTITUTION OF DERIVATION 
PROCEEDING 

§ 42.409 Settlement agreements. 

An agreement or understanding 
under 35 U.S.C. 135(e) is a settlement 
for the purposes of § 42.74. 
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